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Cujktomer No.: 



27137 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, YA 22313-1450 

Sir: 



Via Facsimile 
(703) 872-9306 
5 Pages 



The below identified coinmuiiication(s) or <iocuinciit(s) is(are) submitted in the above application or proceeding; 

IS Petition To Commissioner Q Issue I^ransmittal 

[H Infbimadon Disclosure Staiement C3 Check in the Amount of ^ 

with rcf. □ Assignment 

Associate Power of Actomey 

□ 



Please chttfge Deposit Account Number 04-1075 for aiiy deficiency or surphis in connection with ihia communication. A 
duplicate copy of this sheet i& provided for use by the Deposit Account Branch. 



Date May 23, 2005 



ubmitted. 




Everett G. Diedenks, Jr. 
Attorney for Applicant 
Registration Number: 33,323 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



10/645.574 

August 22, 2003 

Head Coves Triinming System 



TC/A.U. 
Examiner 



3724 
C. Blake 



Docket No. 



MCN003 



Customer No.: 



27137 



Conunissioaer for Patents Via Facsimile 

P.O. Box 1450 (703) 872-9306 

Alexandria, VA 22313-1450 5 P^es 

Sir: 

The below identified com imiiiicadon(fl) or docuinent(s) is<are) submitted in the above application or prooeedlqg: 

• 

13 Petition To Comxnissioner Q Issue Fee Transmittal 

Q iDf ozxDation Dlsclosme Statement O Check in the Amount of $ 

with ref, Q Assignment 

Associate Power of Attorn^ 

□ 

Please charge Deposit Account Number 04-11/75 for any deflcieDiCy or sorplus in connection with [hi& commtmication. A 
duplicate copy of this sheet is provided for use by tlie Dq>osit Account Branch* 




Attorney for Applicant 
Registxation Number; 33,323 

Date May 23, 200^ 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

AppLNo ; 10/645,574 

Applicant : McNuIty 

Filed : August 22, 2003 

Title : Head Cover Trimming System 

TC/A.U. r 3724 
Examiner : C. Blake 

Docket No- : MCN003 
Customer No.: 27137 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



PETITION TO COMMISIONER PURSUANT TO 37 C.FJR. § 1.144 

Sin 

The above-identified application was filed with 21 claims, of which 1-19 are 
product claims and claims 20 and 21 are method clainis. The application was specifically 
drafted with subcombination claims 2-13 being directed to a cutting head system, 
subcombination claims 14-19 being directed to a head cap, and independent claim 1 
constituting a combination claim including all the particulars of the independent sub- 
combination claims 2 and 14. 

In an Office Action dated December 29, 2004, the Examiner set forth a four-way 
restriction in the application. More specifically, tite Examiner held that distinct 
inventions are covered by combination claim 1, subcombination claims 2-13, 
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subcombination claims 14-19, and metliod claims 20 and 21 respectively. Therefore, the 
Examiner considers that four separate inventions have been set forth for this individual 
inventor which require four s^arate applications. The restrictitin was traversed with 
respect to claims 1-19 in a response filed on January 25, 2005 and simply requested 
reconsideration of the producl/niethod cJaim restriction. 

In a first Office Action on the merits in this case> the Examiner continued to 
maintain her position with respect to the restriction ofboth the subcombination claims 2- 
13 and 14-19 and combination claim 1. The Examiner made the restriction requirement 
final in this Office Action. The Applicant respectfully submits that the Examiner's 
position regarding the restriction of the combination and sub-combination claims is 
improper. More specifically, given that claim 1 links the sub-combination claims 2-13 
and 14-19, the restriction requirement maintained by the Examiner is improper. In 
particular, it is respectfully submitted that neither claim set 2-13 nor ditum set 14-19 can 
be properly restricted trom combination claim 1 . In making the restriction requirement, 
the Examiner correctly identifies M.P-E.P. § 806,0(c). lliis section clearly specifies that 
supporting a requirement for restriction under combination/sub-combination requires 
two-way distinctiveness. That is, the inventions can be shown to be distinct only if: a) 
the combination as claimed does not require the particulars of the sub-combination; and 
b) the sub-combination can be shown to have utility either by itself or in other and 
different relations. The M.P.E.P. clearly states that, when these factors are not shown, 
the inventions are not distinct, such that a restriction is not proper. 

In the present case» the Applicant would admit that the sub-combination claims 
can have separate utility. However, combination claim 1 requires all the particulars of 
each sub-combination claims 2-13 and 14-19 such that claim 1 cannot properly be 
restricted 6com cither of these claim sets. Specifically, combination claim 1 contains 
word-for-word, each of the limitations of claims 2 and 14. 

In attempting to restrict these claim sets, the Examiner relies upon Example 3 
provided in M.P.E.P, § 806.05(c). However, Example 3 is not relevant in this situation. 
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Example 3 concerns when multiple combination claims are presented such that some 
combination claims tecite specific features of the sub-combinotion but other combination 
claims give evidence that the sub-combination is not csscntiartb the combination. Tn the 
present case» there is only a single combination claim. 

It is also interesting to note that the restriction requirement presented between the 
combination and sub-combination claims was not made utilizing the form paragraph for 
combination/sub-comblnation restrictions. This form paragraph specifically recites the 
criteria for distinctiveness and, as set forth above, specifically requires the combination as 
claimed Lo not require the particulars of the sub-combination as claimed. To this end, the 
Examiner has not shown the two-way distinctiveness required. In view of the above, it is 
respectfully submitted that the Office Action docs not set forth a proper restriction 
between claim 1 and claims 2-13 or claims 14-19. Instead^ it is submitted that these 
restrictions have been improperly made such that withdrawal of these separate groupings 
of claims 1, 2-13 and 14-19 is respectfully requested. 
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RespectfuUy submitted. 



Bverett G. Diederiks, Jr 
Attorney for Applicant 
Reg. No. 33.323 
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